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DETAILED ACTION 

1 . This Action is in response to Application Number 09/771 ,212 received on 23 
September 2005. 

2. Claims 1 -1 3 and 45-48 are presented for examination. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-13 and 45-48 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Hansen et al. (U.S. Patent Number 6,496,849) in view of Liu et al. 

(U.S. Patent Number 6,769,012). 

3. Regarding claims 1 and 6, Hansen discloses one or more computer-readable 
media having stored thereon a plurality of instructions that, when executed by one or 
more processors of a computer, causes the one or more processors to perform acts 
including: 

receiving collaborative electronic mail messages targeting one or more recipients 
(Hansen, col. 3, line 65 through col. 4, line 5), each collaborative electronic message 
having an author (Hansen, col. 8, lines 35-40, Hansen teaches including the creating 
participant's name and corresponding email address), each collaborative electronic mail 
message including a feedback portion in which the one or more recipients can each add 
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comments (Hansen, col. 3, line 65 through col. 4, line 7, and col. 4, lines 35-55, Hansen 
teaches a collaborative electronic mail messaging system where dynamic content can 
be changed or updated by participants in the group, allowing participants to add 
comments); 

indicating, to a computing device corresponding to one or more of the recipients, 
the receipt of a new collaborative electronic mail message and its author wherein an 
electronic mail system of the computing device displays indication of the collaborative 
electronic mail message(Hansen, col. 5, lines 44-50); 

Hansen also discloses participants including any specific or general computer 
system that is equipped to receive or read e-mail messages using standard e-mail 
protocols such as the MIME or SMTP electronic mail protocol (Hansen, col. 3, lines 15- 
20), the computer system therefore running a client email application. 

However, Hansen does not explicitly state indicating the receipt of a new 
collaboration electronic mail message wherein the indication includes the name of the 
author in a list of electronic mail messages that includes names of senders and 

indicating, to the computing device, a modification to the collaborative electronic 
mail message resulting from a comment being added to the feedback portion, wherein 
the electronic mail system of the computing device updates the displayed indication of 
the new collaborative electronic mail message to indicate that it has been modified, 
without displaying another indication of the new collaborative electronic mail message in 
the list of messages, the updated indication including the name of the author instead of 
the recipient as a sender of the collaborative electronic mail message. 
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In an analogous art of networking, Liu discloses a method for managing message 
transactions between a senders and recipients that includes indicating a modification to 
a collaborative electronic mail message resulting from users responding to the original 
message (Fig. 3, 24) wherein the author is displayed for each modification, including the 
original author (Fig. 3, 14) without displaying another indication of the new collaborative 
electronic mail message in the list of electronic mail messages (Liu, Fig. 3, 14, col. 2, 
lines 60-67, Lu disclosed a pointer identifying the message at an address for the virtual 
mailbox). 

Liu is analogous to Hansen because Liu provides a way to eliminate the need for 
each party to maintain duplicate information (Liu, col. 3, lines 34-36). Users can retrieve 
and view all correspondence at once (Liu, col. 6, lines 40-45 and Fig. 5, 22). 

Therefore it would have been obvious to one in the ordinary skill in the art at the 
time of the invention to incorporate indicating the author and a modification to a 
collaborative electronic mail to provide a way to eliminate the need for each party to 
maintain duplicate information (Liu, col. 3, lines 34-36). 

4. Regarding claim 2, Hansen and Liu disclose the limitations, substantially as 
claimed, as described in claim 1 , including wherein the plurality of instructions further 
cause the one or more processors to perform acts including identifying, to the 
computing device, the size of each collaborative electronic mail message, the size of a 
collaborative electronic mail message including all of the content of the collaborative 
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electronic mail message (Hansen, col. 6, lines 33-55, Hansen teaches identifying 
message specific information, which includes message sizes). 

5. Regarding claim 3, Hansen and Liu disclose the limitations, substantially as 
claimed, as described in claim 1 , including wherein the new collaborative electronic mail 
message includes an identifier of a location at an application server where the content 
of the new collaborative electronic mail message is stored (Hansen, col. 6, lines 33-55, 
Hansen teaches using a database to store all message information, and databases 
require identifiers for location of the information on the server). 

6. Regarding claim 4, Hansen and Liu disclose the limitations, substantially as 
claimed, as described in claim 1 , including wherein the plurality of instructions further 
cause the one or more processors to perform acts including: 

receiving, from one of the one or more recipients, a reply to the new to 
collaborative electronic mail message (Hansen, col. 4, lines 45-50); and 

communicating the reply to one or more electronic mail servers associated 
with recipients of the new collaborative electronic mail message (Hansen, col. 4, lines 1- 
10). 



7. Regarding claim 5, Hansen and Liu disclose the limitations, substantially as 
claimed, as described in claim 1 , including wherein the plurality of instructions further 
cause the one or more processors to perform acts including: 
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receiving, from one of the one or more recipients, a reply to the new collaborative 
electronic mail message (Hansen, col. 2, lines 25-50, Hansen teaches users being able 
to reply to messages); 

communicating the reply to an electronic mail server from which the new 
collaborative electronic mail message was received (Hansen, col. 6, lines 33-55, 
Hansen teaches the users sending their replies to the server); and 

receiving, from the electronic mail server, a modified collaborative electronic mail 
message that incorporates the reply (Hansen, col. 4, lines 10-25, Hansen teaches when 
the user accesses the server, the user receives the updated content). 

8. Regarding claim 13, Hansen discloses a system comprising: 

a first electronic mail server to receive a collaborative mail message (Hansen, 
col. 3 lines 10-20); 

a second electronic mail server communicatively coupled to the first electronic 
mail server (Hansen, col. 7, lines 27-63); 

an application server, communicatively coupled to the first electronic mail server, 
to store the content of the new collaborative mail message (Hansen, col. 7, lines 5-15); 
and 

wherein the first electronic mail server is further configured to forward an 
electronic mail message including an identifier of the content of the new collaborative 
mail message, as stored on the application server, to the second electronic mail server 
(Hansen, col. 7, lines 27-63). 
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However, Hansen does not explicitly state wherein the electronic mail message 
has a sender but instead identifies the creator of the collaborative mail message as the 
sender of the electronic mail message by specifying the creator in a "from" attribute of 
the electronic mail message. 

In an analogous art of networking, Liu discloses a method for managing message 
transactions between a senders and recipients that includes indicating a modification to 
a collaborative electronic mail message resulting from users responding to the original 
message (Fig. 3, 24) wherein the creator is identified for the collaborative electronic mail 
message (Fig. 3, 14). 

Liu is analogous to Hansen because Liu provides a way to eliminate the need for 
each party to maintain duplicate information (Liu, col. 3, lines 34-36). Users can retrieve 
and view all correspondence at once (Liu, col. 6, lines 40-45 and Fig. 5, 22). 

Therefore it would have been obvious to one in the ordinary skill in the art at the 
time of the invention to incorporate indicating the author and a modification to a 
collaborative electronic mail to provide a way to eliminate the need for each party to 
maintain duplicate information (Liu, col. 3, lines 34-36). 

9. Regarding claim 7, Hansen and Liu disclose the limitations, substantially as 
claimed, as described in claim 6, further comprising: 

receiving a reply to the new collaborative mail message (Hansen, col. 12, lines 
10-14); 
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modifying the new collaborative mail message in accordance with the 
reply(Hansen, col. 12, lines 14-17); and 

sending another message to each of the one or more recipients, wherein the 
message includes an identifier of the modified collaborative mail message at the 
application server and wherein the message identifies the creator as the sender of the 
notification (Hansen, col. 4, lines 10-27, Hansen teaches when the users access the 
server, the server sends the updated message). 

10. Regarding claim 8, Hansen and Liu disclose the limitations, substantially as 
claimed, as described in claim 7, including wherein the identifier of the new collaborative 
mail message and the identifier of the modified collaborative mail message are the 
same identifier (Hansen, col. 5, lines 10-25, Hansen teaches users being able to modify 
their own message). 

11. Regarding claim 9, Hansen and Liu disclose the limitations, substantially as 
claimed, as described in claim 6, including wherein the identifier comprises a uniform 
resource locator (URL) (Hansen, col. 7, lines 10-15). 

12. Regarding claim 10 Hansen and Liu disclose the limitations, substantially as 
claimed, as described in claim 6, including wherein the sending comprises sending the 
message to one or more mail servers associated with the one or more recipients 
(Hansen, col. 9, lines 5-11). 
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1 3. Regarding claim 1 1 1 Hansen and Liu disclose the limitations, substantially as 
claimed, as described in claim 6, including wherein the method is implemented 

in an electronic mail server (Hansen, Figure 2, 20, and 22). 

14. Regarding claim 12, Hansen and Liu disclose the limitations, substantially as 
claimed, as described in claims 6, including one or more computer-readable memories 
containing a computer program that is executable by a processor to perform the method 
recited in claim 6 (Hansen, col. 6, line 65 through col. 7, line 67). 

15. Regarding claim 45, Hansen discloses a computer-readable medium having 
stored thereon a data structure, the data structure for storing a conventional or 
collaborative electronic mail message, comprising: 

An indication that the data structure for storing a conventional or collaborative 
electronic mail message (Hansen, col. 3 lines 10-20); 

a distribution list field that identifies the recipients of the collaborative electronic 
mail message (Hansen, col. 6, line 23-50); 

a content field that includes all of the content of the collaborative electronic 
mail message, wherein replies to the collaborative electronic mail message alter the 
content in the content field (Hansen, col. 6, line 23-50); 
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However, Hansen does not explicitly state having a "from" field that identifies an author 
of the content in the content field even when the content was added by a sender that s 
not the author. 

In an analogous art of networking, Liu discloses including a "from" field wherein 
the creator is identified for the collaborative electronic mail message (Fig. 3, 14). 

Liu is analogous to Hansen because Liu provides a way to eliminate the need for 
each party to maintain duplicate information (Liu, col. 3, lines 34-36). Users can retrieve 
and view all correspondence at once (Liu, col. 6, lines 40-45 and Fig. 5, 22). 

Therefore it would have been obvious to one in the ordinary skill in the art at the 
time of the invention to incorporate indicating the author and a modification to a 
collaborative electronic mail to provide a way to eliminate the need for each party to 
maintain duplicate information (Liu, col. 3, lines 34-36). 

16. Regarding claim 46, Hansen and Liu disclose the limitations, substantially as 
claimed, as described in claim 45, including wherein the data structure further 
comprises a root identifier that identifies an initial collaborative electronic mail message 
corresponding to the collaborative electronic mail message (Hansen, col. 6, line 23-50). 

17. Regarding claim 47, Hansen and Liu disclose the limitations, substantially as 
claimed, as described in claim 45, including a parent identifier that identifies a parent 
collaborative electronic mail message corresponding to the collaborative electronic mail 
message (Hansen, col. 6, line 23-50). 
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18. Regarding claim 48, Hansen and Liu disclose the limitations, substantially as 
claimed, as described in claim 45, including a message identifier that identifies the 
collaborative electronic mail message (Hansen, col. 6, line 23-50). 

Response to Arguments 

Applicant's arguments and amendments filed on 23 September 2005 have been 
carefully considered but they are not deemed fully persuasive. 

Applicant's arguments with respect to claim 1 have been considered but are moot 
in view of the new ground(s) of rejection (i.e. "the updated indication including the name 
of the author instead of the recipient as a sender of the collaborative electronic mail 
message' 7 ). 

Applicant argues, in regards to claim 1, that the previously applied art did not 
teach, "the electronic mail client application of the computing device updates the 
displayed indication of the new collaborative electronic mail message that includes the 
name of the author to indicate that it has been modified, without displaying another 
indication of the new collaborative electronic mail message in the list of electronic mail 
messages". 

Liu disclosed a method for managing message transactions between a senders 
and recipients that includes indicating a modification to a collaborative electronic mail 
message resulting from users responding to the original message (Fig. 3, 24) wherein 
the author is displayed for each modification, including the original author (Fig. 3, 14) 
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without displaying another indication of the new collaborative electronic mail message in 
the list of electronic mail messages (Liu, Fig. 3, 14, col. 2, lines 60-67, Lu disclosed a 
pointer identifying the message at an address for the virtual mailbox, one of the 
purposes of Liu being to eliminate the need for each party to maintain duplicate 
information, col. 3, lines 34-37, Liu also shows the status of each thread, col. 6, lines 3- 
35). 

Applicant also argues, in regards to claim 1 , that the previously applied art did 
not teach "that a message in the threaded discussion can be modified". 

However, claim 1 recites modification to the new collaborative electronic mail 
message, the collaborative electronic mail message being modified by recipients adding 
comments to it. Liu shows indication of a modification to a collaborative electronic mail 
message resulting from users responding to the original message (Fig. 3, 24). 

Applicant argues that the previously applied art did not teach, "that a message 
can be modified by the creator or recipient without indicating receipt of a new message". 
As shown above, one of the purposes of Liu being to eliminate the need for each party 
to maintain duplicate information (col. 3, lines 34-37), which means that the original 
email is modified as shown in Fig. 3, while still showing the original author of the email, 
and a new email is not shown in the user's mailbox. 
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Examiner would like to point out that when you "reply to" or "forward" an email to 
someone else and include the original message below a new one, it creates a series of 
messages that become a thread. Rather than generating a new thread each time an 
email is sent, the teachings Liu modifies the original email by allowing members of the 
thread to "add comments". Whenever there is a modification to the thread, Liu shows 
that the status is changed to indicate unread portions of the thread (Liu, col. 6, lines 30- 
37). 

In the case of amending the claimed invention, Applicant is respectfully 
requested to indicate the portion(s) of the specification which dictate(s) the structure 
relied on for proper interpretation and also to verify and ascertain the metes and bounds 
of the claimed invention. 

It is the Examiner's position that Applicant has not yet submitted claims drawn to 
limitations, which define the operation and apparatus of Applicant's disclosed invention 
in manner, which distinguishes over the prior art. 

Failure for Applicant to significantly narrow definition/scope of the claims and 
supply arguments commensurate in scope with the claims implies the Applicant intends 
broad interpretation be given to the claims. The Examiner has interpreted the claims 
with scope parallel to the Applicant in the response and reiterates the need for the 
Applicant to more clearly and distinctly define the claimed invention. 

Conclusion 

Examiner's Note: Examiner has cited particular columns and line numbers in 
the references applied to the claims above for the convenience of the applicant. 
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Although the specified citations are representative of the teachings of the art and are 
applied to specific limitations within the individual claim, other passages and figures 
may apply as well. It is respectfully requested from the applicant in preparing 
responses, to fully consider the references in entirety as potentially teaching all or part 
of the claimed invention, as well as the context of the passage as taught by the prior art 
or disclosed by the Examiner. 

In the case of amending the claimed invention, Applicant is respectfully 
requested to indicate the portion(s) of the specification which dictate(s) the structure 
relied on for proper interpretation and also to verify and ascertain the metes and bounds 
of the claimed invention. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 



Application/Control Number: 09/771,212 



Page 15 



Art Unit: 2143 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to J. Bret Dennison whose telephone number is (571) 272- 
3910. The examiner can normally be reached on M-F 8:30am-5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David A Wiley can be reached on (571 ) 272-3923. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 





J. B. D. 

Patent Examiner 
Art Unit 2143 



